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From Stephen C. Glazier 

Date September 19, 2011 

Re The Patent Reform Act of 2011 (the Leahy-Smith America Invents Act) 

 

Executive Summary 

On September 16, 2011, the President signed into law the Leahy-Smith America Invents Act (the 
“Act”), which will substantially affect the way that patents are procured and enforced in the 
United States.1   

Major points about the Act include: 

1.  All major patent strategies for business, to increase shareholder value, remain in place.  The 
reforms are tactical and administrative, and should increase the value of patents over time. 

2.  The major patent case law from the Supreme Court and Federal Circuit remains in place and 
is not overruled.  Software, computer, and business method patents continue.  Bio-tech and 
genetic engineering patents continue. 

3.  Any time a new software or computer system is developed, or purchased, or used, offensive 
and defensive patent issues will continue to be raised.   

4.  Most financial patents will continue to be for software and computer systems that support 
operations, and not for financial products.  However, financial product patents will continue.  
Tax strategy patents are now not patentable (although there never were many of them).  Any new 
financial product raises offensive and defensive patent issues. 

5.  A new legal product is created: the Post Grant Review (PGR) proceeding.  The proceeding 
may be for any patent.  This proceeding must be requested within 9 months of the issue date of 
the patent.  In the proceeding, a third party may challenge the patent within the Patent Office, on 
                                                 
1 All citations to Title 35 of the United States Code refer to the versions as amended by the Act, 
unless otherwise noted. 
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grounds of lack of novelty, or obviousness, based on documentary prior art.  This is an expansion 
of previous U.S. re-examination procedures.  This is modeled after European and Japanese 
opposition proceedings. 

6.  A special PGR for business method patents is created for an 8 year transitional period.  There 
is no 9 month deadline to request this proceeding.  There are special standards to consider any 
request for a stay of any pending infringement actions. 

7.  The U.S. will have a first inventor to file system, instead of first inventor to invent system.  
There is now a race to the Patent Office for any new patent application.  File early, and file often. 

8.  There is a new defense based on prior commercial use for any patent, if the defendant shows 
that for the invention, the defendant had internal commercial use, or sale of a useful end result, 
and the use was more than a year before the patent filing date, and the patent is for a process or 
used in a commercial process, and the defendant was acting in good faith. 

9.  There will be an option for priority (expedited) examination for inventions that are “important 
to the national economy or national competitiveness”.  However, there are no definitions or 
standards for these terms in the Act. 

10.  The PTO can increase its fees, but can it keep the money, hire more examiners, and cut the 
delay in the examination of applications?  Maybe not!  We will have to watch developments in 
Congress to see what will be the answer to this question.  This goes to the heart of the biggest 
single problem in US patents today, i.e., the long delay in examining patent applications, and the 
unpredictable quality of the examination.  More examiners are the solution, but that costs money. 

11.  The next 12 months will bring a flood of new regulations to implement the Act.  These must 
be watched closely.   

The Act has 150 pages in 37 sections.  A more detailed overview of major provisions of the Act 
follows below.  

I. First-Inventor-to-File 

The new first-inventor-to-file system expands the universe of prior art by severely limiting the 
circumstances under which an applicant can remove potential prior art from before the effective 
filing date.  Under the old first-to-invent system, a reference or other art was presumed to be 
prior art if was dated before the applicant’s filing date.  In certain circumstances, however, the 
applicant was permitted to disqualify references and other art before the filing date, but after the 
date of conception (i.e., the date on which the inventor or inventors conceived of the invention 
claimed in the patent or application).  Under the new first-inventor-to-file system, all references 
and other art dated before the effective filing date are prior art unless they are dated after a public 
disclosure of the invention made directly or indirectly by an inventor.  
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What changes – The three most significant results of the first-inventor-to-file system are: (i) it 
will no longer be possible to eliminate a reference or other art as prior art by showing an earlier 
conception date; (ii) it will no longer be possible to use interference practice to overcome earlier-
filed patents by proving an earlier conception date; and (iii) in some circumstances, a public 
disclosure made directly or indirectly by an inventor will remove potential prior art dated after 
the public disclosure, but before the effective filing date.2  

What stays the same – Under the Act, the inventorship requirement remains.  Patents will still be 
granted only to inventors or those who have an ownership interest derived from inventors.3 The 
one year grace period for filing after a public disclosure or offer for sale will also remain.4 
Additionally, applicants may still claim priority to one or more earlier-filed provisional or non-
provisional applications in the same way as under prior law.5  Also, the form of potential prior 
art does not change.  Patents, printed publications, public uses, and offers for sale that occur prior 
to an applicant’s effective filing date are still potential prior art.6  

Derivation practice – The Act replaces interference practice under the prior law with a new 
derivation practice.  Both the old interference practice and the new derivation practice address 
the situation where more than one inventor claims the same subject matter.  Interference 
proceedings, under the prior law, awarded the contested patent rights, in most cases, to the 
inventor who conceived first.  Under the first-inventor-to-file system of the Act, however, 
derivation proceedings will award the contested patent rights to the first inventor to file, 
regardless of who invented first.  In other words, derivation proceedings will turn on whether the 
named inventor of the earlier-filed patent derived the claimed invention from the work of the 
named inventor of the later-filed patent (i.e., whether the earlier-filed inventor is actually an 
inventor of the claimed subject matter).  Despite these differences, the new derivation practice 
shares many procedural similarities with the old interference practice.  Like the old interference 
proceedings, derivation proceedings may be instituted by bringing a civil action in Federal 
district court or as an administrative proceeding before the newly renamed Patent Trial and 
Appeal Board (PTAB) 7 at the USPTO.8  

                                                 
2 See 35 U.S.C. § 102(a)(1)-(2); (b)(1)-(2). 

3 See 35 U.S.C. §§ 115, 118. 

4 See 35 U.S.C. § 102(b)(1)(A). 

5 See 35 U.S.C. § 100(i). 

6 See 35 U.S.C. § 102(a)(1)-(2). 

7 The PTAB replaces the prior Board of Patent Appeals and Interferences. See Act at Section 
7(a). 
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Effective date – The first-inventor-to-file provisions described above will take effect eighteen 
months from the enactment of the Act and will apply to all patents and applications including a 
claim with an effective filing date more than eighteen months after the enactment of the Act.9  

II. New Post-Grant Administrative Proceedings 

The Act establishes three proceedings for challenging the validity of issued patents before the 
USPTO: (i) inter partes review;(ii) post-grant review; and (iii) the transitional program for 
covered business method patents (“transitional proceedings”).10  Inter partes review and post-
grant review are new tools that may be used by third parties to challenge the validity of issued 
patents at the USPTO.  Transitional proceedings are a temporary hybrid of the inter partes 
review and the post-grant review that apply to some business method patents.  

A. Inter partes review 

Summary – Inter partes review replaces the inter partes reexamination proceedings under the 
old law. Generally, inter partes review may be initiated against a wide range of patents over a 
large time window, though under a limited range of invalidity grounds. 

Patents that may be challenged – Inter partes review may be initiated against any patent in 
force one year from the enactment of the Act.11  Accordingly, many patents currently in force 
could be subjected to future inter partes reviews.  

Time window for challenge – A third party may file a petition for inter partes review any time 
after nine months from the issuance of a patent or reissue certificate.  If a post-grant review 
proceeding is instituted for the challenged patent, however, a petition for inter partes review may 
not be filed until after the post-grant review proceeding has terminated.12  

Available grounds of invalidity – The grounds of invalidity available to be considered in an 
inter partes review are limited to prior art-related grounds (i.e., obviousness or lack of novelty) 
made “on the basis of prior art consisting of patents or printed publications.”13  

                                                                                                                                                             
8 See 35 U.S.C. §§ 291, 135. 

9 See Act at Section 3(n)(1). 

10 See 35 U.S.C. §§ 311-319, 321-329; Act at Section 18. 

11 See Act at Section 6(b)(2). 

12 See 35 U.S.C. § 311(c). 

13 See 35 U.S.C. § 311. 
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Procedure – Inter partes review proceedings are initiated by petition, which may be filed by 
anyone other than the owner of a patent.14  The patent owner may file a response to the petition.15  
Both the petitioner and the patent owner are permitted to provide expert evidence in the form of 
affidavits and declarations of supporting evidence and opinion.16  The Director will initiate inter 
partes review if the petition establishes, in view of the optional patent owner reply, that “there is 
a reasonable likelihood that the petitioner would prevail with respect to at least 1 of the claims 
challenged in the petition.”17  

Upon initiation, inter partes reviews will be heard by the PTAB.18  The particulars of the inter 
partes review procedure will not be known until the Director issues relevant regulations, which 
are expected within one year of enactment of the Act.  The general contours of the procedure, 
however, are discernible now from the statute.  The patent owner will have an opportunity to file 
at least one motion to amend the patent by canceling an existing claim and/or proposing “a 
reasonable number of substitute claims” for each challenged claim.19  The petitioner will bear the 
burden of proving each claim to be invalid by a “preponderance of the evidence.”20  Limited fact 
discovery will be permitted including “the deposition of witnesses submitting affidavits or 
declarations” and “what is otherwise necessary in the interest of justice.”21  Upon a final written 
decision of the PTAB, any party to an inter partes review may appeal to the United States Court 
of Appeals for the Federal Circuit (the “Federal Circuit”).22  

Estoppel – If an inter partes review proceeds to a final written decision from the PTAB on any 
claim, the petitioner is estopped from pursuing “any ground that the petitioner raised or 

                                                 
14 See 35 U.S.C. §§ 311, 312. 

15 See 35 U.S.C. § 313. 

16 See 35 U.S.C. §§ 312(a)(4), 316(a)(8). 

17 See 35 U.S.C. § 314(a). 

18 See 35 U.S.C. § 316(c). 

19 See 35 U.S.C. § 316(d)(1). 

20 See 35 U.S.C. § 316(e). 

21 See 35 U.S.C. § 316(a)(5). 

22 See 35 U.S.C. § 319. 
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reasonably could have raised during the inter partes review” either in another proceeding before 
the office, in a civil action, or in a proceeding before the International Trade Commission.23  

Initial volume limits – The Director is authorized to limit the number of inter partes review 
proceedings for each of the first four one year periods that inter partes reviews are available.24  

B. Post-grant review 

Summary – Post-grant review is a new administrative proceeding with procedures very similar 
to those of the inter partes review.  Relative to inter partes review, however, post-grant review 
applies to a smaller number of patents over a much smaller time window, but allows many more 
grounds for invalidity.  

Patents that may be challenged – Post-grant review may be initiated only against patents with 
effective filing dates more than 18 months after enactment of the Act.25  

Time window for challenge – A third party may file a petition for inter partes review against a 
patent only within nine months of the issuance of the patent or reissue patent.26  

Available grounds of invalidity – A post-grant review may be based on any ground “that could 
be raised under paragraph (2) or (3) of Section 282(b).”27  Generally, this includes subject matter 
eligibility under Section 101, lack of novelty under Section 102, obviousness under Section 103, 
lack of enablement or written description under Section 112 and others. Further, the grounds for 
post-grant review are not limited to patents and printed publications.  

Procedure – The procedure for post-grant reviews will also be defined, in large part, by 
regulations that will be issued by the Director within one year of enactment.  The statutory 
instructions for post-grant procedure are very similar to those for inter partes review procedure 
described above, though several differences exist.  For example, the standard for granting a 
petition for post-grant review is different.  The Director may grant a petition for post-grant 
review if he or she “determines that the information presented in the petition filed under Section 

                                                 
23 See 35 U.S.C. § 315(e). 

24 See Act at Section 6(c)(1)(B). 

25 See Act at Section 6(f)(2). 

26 See 35 U.S.C. § 321(c). 

27 Note that the Act also amends 35 U.S.C. § 282 to designate the paragraphs of the section with 
letters. Accordingly, new 35 U.S.C. § 282(b)(2)-(3) corresponds to prior 35 U.S.C. § 282, second 
paragraph, sub-sections (2) and (3). See Act at Section 20(h). 
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312, if such information is not rebutted, would demonstrate that it is more likely than not that at 
least one of the claims challenged in the petition is unpatentable.”28  Further, the Director may 
grant a petition for post-grant review if “the petition raises a novel or unsettled legal question 
that is important to other patents or patent applications.”29  Also, due to the larger scope of 
invalidity grounds, discovery in post-grant reviews will be more extensive than in inter partes 
reviews.30  

Estoppel – The estoppel provisions relating to post-grant review are very similar to those 
relating to inter partes review.31  

Initial volume limits – The Director is also authorized to limit the number of post-grant review 
proceedings for each of the first four 1 year periods that post-grantreviews are instituted.32  

C. Transitional Program for Covered Business Method Patents  

Summary – Transitional proceedings, established by Section 18 of the Act, provide a modified 
version of post-grant review under Sections 321-329 that applies to some existing business 
method patents. 

Patents that may be challenged – Only “covered business method patents,” as defined in the 
Act, that are not otherwise subject to post-grant review may be challenged in transitional 
proceedings.33  

Time window for challenge – Transitional proceedings may only be instituted after a petitioner 
has been “sued for infringement of the patent,” or has been “charged with infringement under 
that patent.”34  

Available grounds for invalidity – The grounds of invalidity available for transitional 
proceedings include those under prior Section 102(a) or disclosures of the inventor made more 
than one year before the filing date that, if made by another, would be described by prior Section 
                                                 
28 See 35 U.S.C. § 324(a). 

29 See 35 U.S.C. § 324(b). 

30 See 35 U.S.C. § 326(a)(5). 

31 See 35 U.S.C. § 326(e). 

32 See Act at Section 6(f)(1)(B). 

33 See Act at Section 18(a)(1)(E), 18(a)(2). 

34 See Act at Section 18(A)(1)(B). 
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102(a).35  Practically, this includes assertions that the invention was: known or used in this 
country by an inventor; patented by an inventor; or described in a printed publication by an 
inventor.36  

Procedure – Transitional proceedings use the same procedure as post-grant reviews described 
above.  

Estoppel – Estoppel applies against the petitioner only for grounds actually raised in the 
transitional proceedings.37  

Sunset – Transitional proceedings are configured to sunset eight years from the effective date of 
the Act.38  

III. Supplemental Examination 

New supplemental examination proceedings are a tool that may be used by patent owners to 
bolster the strength of their patents by having the USPTO consider issues that were not properly 
considered during initial examination.39  A patent owner may request supplemental examination 
to “consider, reconsider, or correct information believed to be relevant to the patent.”  See id.  
Based on the patent owner’s request, the Director will conduct a supplemental examination and 
issue a certificate indicating whether a “substantial new question of patentability” is raised. If a 
substantial new question of patentability is raised, the Director may order a reexamination of the 
patent.  See id. The Act states that supplemental examinations can remove issues that would 
otherwise render the patent unenforceable, presumably including inequitable conduct.  
Supplemental examination, however, cannot correct issues relating to conduct that is raised in a 
civil proceeding or received pursuant to certain administrative procedures before the 
supplemental examination is requested.40  Also, supplemental examination does not affect any 
civil actions commenced before the supplemental examination and reexamination, if any, are 
completed.41  

                                                 
35 See Act at Section 18(a)(1)(C). 

36 See 35 U.S.C. § 102(a), 102(b). 

37 See Act at Section 18(a)(1)(D). 

38 See Act at Section 18(a)(3). 

39 See 35 U.S.C. § 257. 

40 See 35 U.S.C. § 257. 

41 See 35 U.S.C. § 257. 
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IV. Defense to Infringement Based on Prior Commercial Use 

The subject matter covered by the prior use exception of Section 273 is expanded to apply to 
much more than just business method patents.  The expanded subject matter includes any 
“process . . . machine, manufacture, or composition of matter used in a manufacturing or other 
commercial process.”42  To avail oneself of the defense, a party must establish by “clear and 
convincing evidence” that the party used the subject matter of an asserted patent at least one year 
before the earliest of the effective filing date and the date of first disclosure that is an exception 
under new Section 102(b).43  The defense may not be used against any patents that were “at the 
time the invention was made, owned or subject to an obligation of assignment to either an 
institution of higher education . . . or a technology transfer organization whose primary purpose 
is to facilitate the commercialization of technologies developed by one or more such institutions 
of higher education.”44  

V. Fee Issues 

Fee increase – The Act brings about a 15% increase in most patent fees effective ten days from 
enactment.45  

Fee setting authority – The Act, for the first time, grants the Director authority to set most 
patent fees, in consultation with a new Patent Public Advisory Committee.  The Director’s fee 
setting authority is configured to sunset in seven years.46  Also regarding fees, micro-entities are 
defined as a new class of applicants entitled to a 75% discount on patent fees.47  Additionally, a 
new $400 surcharge is established on all paper filings in order to promote electronic filing.48  

Fee Diversion – One of the most contentious issues in the creation of the Act relates to the 
diversion of fees from the USPTO to general federal use.  The Act addresses fee diversion by 
establishing a Patent and Trademark Fee Reserve Fund (the “Fund”).  Any fees collected by the 
USPTO over and above its appropriation for a given year become part of the Fund.  Congress 

                                                 
42 See 35 U.S.C. § 273(a). 

43 See 35 U.S.C. § 273(a). 

44 See 35 U.S.C. § 273(e). 

45 See Act at Section 11(i). 

46 See Act at Section 10. 

47 See id. 

48 See id. 
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then has the discretion to appropriate the Fund back to the USPTO to use for certain patent 
examination-related expenses.49  

VI. Subject Matter Carve-Out for Tax Strategy Patents 

The Act excludes from patentable subject matter “any strategy for reducing, avoiding, or 
deferring tax liability, whether known or unknown at the time of the invention or application for 
patent.”50  Specifically, the Act renders such subject matter “insufficient to differentiate a 
claimed invention from the prior art.”51  The tax strategy carve-out is effective on the date of 
enactment and applies to any application that is “pending on, or filed on or after that date and to 
any patent that is issued on or after that date.”52  

VII. Subject Matter Carve-Out for Human Organisms 

The Act requires that “no patent may issue on a claim directed to or encompassing a human 
organism.”53  The human organism carve-out applies to any applications “pending on, or filed on 
or after the date of enactment,” but will not affect the validity of any other patent.54  

VIII. Best Mode 

The Act removes the failure to disclose the best mode as a ground for invalidating a patent.55 
Curiously, the Act does not otherwise eliminate the best mode requirement.  In fact, it modifies 
the form of Section 112, including the first paragraph thereof, without changing the language 
describing the best mode requirement.56  New Section 282(c)(3) is effective on the date of 
enactment and applies to all “proceedings” commenced on or after that date.57  

                                                 
49 See Act at Section 22. 

50 See Act at Section 14(a). 

51 See Act at Section 14(b). 

52 See Act at Section 14(e). 

53 See Act at Section 33. 

54 See Act at Section 33(b)(1)-(2). 

55 See 35 U.S.C. § 282(c)(3). 

56 See Act at Section 4(e); 35 U.S.C. § 112(a). 

57 See Act at Section 15(c). 
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IX. Marking and False Marking 

The Act brings about two changes to the current law regarding marking. First, the Act modifies 
Section 287 so as to allow virtual marking.58  Instead of marking articles directly with patent 
numbers, patent owners may, under the new Section 287, mark articles with an Internet address 
referencing a free-to-access site listing the relevant patent numbers.  Second, with regard to false 
marking, the Act (i) eliminates the right of private parties to sue for damages absent proof of a 
competitive injury; and (ii) excludes from false marking the act of marking an article bearing the 
number of an expired patent that covered the article before the patent’s expiration.59  Both the 
new virtual marking and false marking rules are effective immediately and apply to all cases 
pending on or commenced on or after the enactment date.60  
 
 
 

                                                 
58 See 35 U.S.C. § 287(a). 

59 See 35 U.S.C. § 292. 

60 See Act at Section 16(a)(2), (b)(4). 


